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IP risks are manyfold
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IP risk management is a C-level
responsibility!

• IP is an important business management tool
(e.g. „exclusivity“)

• Companies may be target for litigation
– Risk of damages
– Risk of costly proceedings
– Risk of substantial disruption

• The challenge: Communication to board
members

– IP Counsels must talk „business“
– Need for a systematic framework for

collaboration
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Enterprise Risk Management (ERM)

Structured mapping of
risks to a business model

1. Identification
2. Assessment
3. Management

Source: ISO 31000 "Enterprise Risk Management Framework“
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Example Germany: New DIN 77006 as
Guideline

• Concrete recommendations in terms of risk
management

• Internal Measures:
– Detection of potential infringements
– Freedoom of Action / Freedom to Operate
– Documentation and Communication

• External Measures:
– Monitoring of Third Party IP
– FTO along the Innovation Process
– White Spot Analysis
– IP Defence and Attacks
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ERM Example: Risk Maps as Tool for
Communication

• Mapping business
impact over likelyhood
of infringement/conflict

• IP Counsel as owner of
the report

• Regular reporting to
management

Source: Gilian Fenton, A novel IP-RM System. 2016, Les Nouvelles
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Impact Classification (Example)

Source: Gilian Fenton, A novel IP-RM System. 2016, Les Nouvelles
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Having own IP is not enough!

„We have protected our innovation with a patent.
So we think we are safe to sell it, aren‘t we?“

-> No!

Own IP

Protects Core
Innovation

(e.g. an improvement)

Strong Competitive
Differentiation

Patent Application /
Novelty Search

Third Party IP

Necessary to make product work
(e.g. the underlying solution)

Low Differentiation

Freedom to
Operate / Freedom

of Action



© 2020/2021 X-IP // Patent Attorney Axel Karl- 10 -

Example: Medical Device for Blood Analysis
(Hematology)

AI based
Analysis
Module Necessary

components

Bluetooth,
WiFi,

Cellular

Laser Cell
Detection
Module

Core
Innovation

Sample
Handling
Module

Processing
Liquids

User
Interface
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Example: Medical Device for Blood Analysis
(Hematology)

AI based
Analysis
Module Complementary

components

Bluetooth,
WiFi,

Cellular

Laser Cell
Detection
Module

Core
Innovation

Sample
Handling
Module

Liquids
User

Interface &
Control

Third Party
Patents

Third Party
Patents

Third Party
Patents

Third Party
Patents

Third Party
Patents
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FTO Process (simplified)

Provide
Product

Documen
-tation

(e.g.
Secure
Drive)

Under-
stand

product
features
(Call /

Meeting)

Define &
Perform

FTO
Search

(Database)

Review
results:

Relevance
/ Priority

Check
status,

register,
family,

files

Assess
Infrige-

ment Risk
(Claims

Analysis)

Executive
Summary,

Risk
Report,

Recomme
ndations

• „Executive friendly“ report (e.g. for SMBs)

• Set limits: Cost, # of Results, Degree of details
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Balancing Complexity and Cost

• External law firms:

o FTOs often comprehensive and
expensive (one-off FTOs)

o Many results

o Infringement assessment for multiple
claims and sub claims

o Not „management-safe“

• Clients:

o Need to balance cost and FTO
benefits (especially FTO light)

o Reduce staff time for deducing
decisions for mitigation measures

Cost

Risk
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Reduce complexity & lower cost
(Suggestions)

1. Limit Territory:

• Most important markets

• main sales regions

• main production sites

2. Limit to certain patent owners:

• [aggresssive] competitors

• Top litigators
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Reduce complexity & lower cost
(Suggestions)

3.  Limit features to search for:

• innovative features (patent protection likely)

• customer relevant features (important for
differentiation)

• features that can not be circumvented / no alternatives
available

Customer Value /
Differentiation

Circumvention
possible?

Risk Factor
(calculated)

Main Components Sub Components

Sawing Chain Shape of teeth 2 1 7
mechanics 1 3 6

Control unit Control of engine 2 1 7
Error handling module 2 2 8 -> Prio 2
Communications module 3 3 12 -> Prio 1
Charging module 1 2 5

Innovative Technical Components
Customer Value /

Differentiation
Circumvention

possible?
Risk Factor
(calculated)

Main Components Sub Components

Sawing Chain Shape of teeth 2 1 7
mechanics 1 3 6

Control unit Control of engine 2 1 7
Error handling module 2 2 8 -> Prio 2
Communications module 3 3 12 -> Prio 1
Charging module 1 2 5

Innovative Technical Components
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Different FTOs along the Innovation Process

Idea Phase

• Obtain
overview of
existig patents

• Purpose: Find
promising
opportunities

• Tool: Patent
Landscaping

Concepts /
Prototype

• Evaluation of
different
options

• Purpose:
Identify
Impossible
Product Options

• Tool: FTOs Light

Product
Development

• Detailed Final
Product Features

• Purpose: Find any
blocking IP; initite
work arounds

• Tool: In-depth FTO

Market
Launch

Starting broadly (preliminary search), followed by a cascade of more
precise and comprehensive searches
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1. Idea Phase: Patent Landscaping

• In early-stage development

• Mostly simple query in a specific research field

• Finding clusters of innovative activities

• Patent active market players

• Heps to set priorities for development (in context
with strategic marketing)
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2. Concept Phase:
FTO Light

Purpose:

• Keep cost low (e.g. below 5.000 EUR) 

• Quick turnaround time (few days)

• Allows multiple small FTOs

Content / Approach:

• Identification of most relevant documents only

• Limited infringement assessment (first look)

• Focus on „Killer documents“

• Brief summary report and recommendations (Ececutive Summary Style)
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3. Product Development: 
In-Depth-FTO

Purpose:

• Clearance before official product launch

• Cost higher: often in 15.000 - 25.000 EUR range

• Avoiding disruptions and legal disputes

Content / Approach:

• Detailed review of results, multiple databases

• Chinese applications, other languages

• Detailed infringement assessment

• Includes patent applications and sub claims

• Detailed report and mitigation recommendations (may include
Ececutive Summary)
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FTO Search Strategy: The 20-Year-Search

The Challenge:

• Total number of patents in force is >14 Million
(Source WIPO)

• Automotive technology: > 100.000 patents

• There is always a remaining risk of unidentified
patents!

Strategy:

Instead of searching protected features the FTO starts
with looking for public domain solutions.

Background:

• A patent has a validity of maximum 20 years after
priority filing date.

• Technology becomes freely available after 20 years.

Perform
20 Year Search

Identifiy
differenciating features

(20Y vs. product features)

Focused Search on
differenciating features

Find/Assess FTO results
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Risk Mitigation Strategies (Examples)

• Design-around

• Moving operations to other jurisdictions (production)

• Target non-patent markets

• Aquisition of patents

• Adapt business or product strategy

• Indemnification via supplier contracts (making sure a licence fee is paid by
the supplier)

• Find free alternative solution (e.g. ZigBee instead of Bluetooth)

• Licencing-in

• Cooperation agrements (e.g. after patent landscaping)

• Cross Licencing

• Do nothing (risk low compared to chances)
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Digital Patents and FTO

• Companies digitizing their products need to adapt new search strategies
Subject matter knowledge (IT, data …) necessary to perform search

• New IPC-classes, new competitors, new search strategies

Source: alliedc.com/services/iot
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And Finally: The Patent Attorneys Role

External Patent Attorneys / Law Firms:

• Main benefit:

• Interpretation of patent claims

• infringement risk assessment

• PA should take time and understand the business
model, the clients market, understand the customer
benefits (e.g. to recommend alternative solutions)

• PA should study product features in detail

• PA helps you with „digital“ searches

• PA should talk to product managers and management,
use business language

• To SMBs: PAs to offer simple FTO packages (e.g.
small/medium/full)
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